
United States FkrENT and Trademark Office 



UNITED STATES DEPAKTMENT OF COMMESCE 
Uiuted States Faieut and Trademark OHice 

KCOMBflSSIONER FOR PATENTS 
P.O. Box 1450 

Al«candda,'V1igiiDa 22313-1450 
■www.11spto.50v 



APPIiCATlONNO. I HLtNODATE | FII^TNAM£0 LNfVENTOR | ATTORNfeY POCKET NO. | CONFIRMATiO?^ NO. 



10/070,733 



03/U^002 



Tottioyuki Kasenium 



018793-261 



97 i 7 



21839 



BURNS DOANE SWECKER & MATHIS LLP 
POST OFFICE BOX 1404 
ALEXANDRIA, VA 22313^1404 



EXAMINER 



SALVATORE, LYMDA 



AllTt'Nir 



PAJ»BRNOMBeR 



177! 

DATE MAiLBV: OS/29/2003 



Please find below and/or attached m Office communication concerning this application or proceeding. 



PTO-90C (Rev, 07-01) 



Office Action Summary 


Applicati n No. 

10/070,733 


Applicant(s) 

KASEMURA ETAL. 


Examin r 

Lynda M Salvatore 


Art Unit 

1771 





-- The MAILING DATE of Utis communication appears on ihe cover sheet with the correspondence address - 



P riod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1, 704(b). 

Statu 

1 )S Responsive to communication(s) filed on 12 March 2002 . 
2a)n This action Is FINAL. 2b)l3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim{s) 1-12 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) Q The drawing{s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)0 approved b)0 disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) IEI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)OAII b)0 Some*c)0 None of: 

1 .0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) O Notice of Infonmal Patent Application (PTO-152) 

3) IS Information Disclosure Statement(s) <PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 
Specification 

1 . The abstract of the disclosure is objected to because of the length and content. Correction 
is required. See MPEP § 608.01(b), 

Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is Umited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concems," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

Claim Rejections - 35 USC § 102/103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (I), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international apphcation filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 



35 U.S.C. 102(e)). 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentabihty shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-12 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 

under 35 U.S.C. 103(a) as obvious over Nakata et al., US 2002/0094444 Al 

The patent apphcation publication to Nakata et aL, teaches a biodegradable resin 
composition comprising a mixture of 5-85% wt % of a polylactic acid, 5-50 wt % of an aliphatic 
polyester resin and a 10-45 wt % of a polycaprolactone based resin (Section 0356). The 
polylactic acid based resin is a copolymer of polylactic acid or lactic acid with other aliphatic 
hydroxycarboxyUc acid (Section 0358). The polycaprolactone based resin comprises a 
homopolymer of polycaprolactone or a copolymer of polycaprolactone with aliphatic 
hydroxycarboxylic acid (0359). The aliphatic polyester resin may be obtained by the 
copolymerization of dicarboxylic acid such as succinic and the diols of polyalkylene glycol such 
as diethylene glycol (Sections 0148-0152). Preferably the molecular weight range of the 
polycaprolactone resin ranges from 1,000 to 200,000 and the molecular weight range of the 
aliphatic polyester resin ranges from 1,000 to 500,000 (Section 0169 and 0155 respectively). 

Nakata et al., teaches forming various molded articles from the biodegradable 
composition such as a films, tapes, net-like structures formed from filament comprising said 
composition (Abstract and Section 0315). Nakata et al., teaches that the film may be monaxially 
or bi-axially stretched (Section 0405). 
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With regard to the specific molecular weights of the polylactic acid segment, Nakata et 
al., does not specifically disclose the preferred molecular weight range, however, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
optimize the molecular weight range of the polylactic acid to achieve a desirable balance of 
properties within the composition. It has been held that discovering an optimum value of a result 
effective variable involves only routine skill in the art. In re Boesch, 617 F. 2d 272,205 USPQ. 

With regard to claim 3, Nakata et al., fails to specifically teach the elastic modulus of the 
aliphatic polyester, however, it reasonable to presume that the said property is inherent to 
mvention of Nakat et al Support for said presumption is found in the use of like materials such 
copolymerizing a dicarboxylic acid such as succinic and a diol such as diethylene glycol to 
provide a aliphatic polyester resin and the use of like process such as a mixture comprising 
polylactic acid, an aliphatic polyester resin, and polycaprolactone resin, which would result in 
the claimed elastic modulus. The burden is upon the Applic^t to prove otherwise. In re 
Fitizgerald 205 USPQ 594 

In addition, the presently claimed elastic modulus would obviously been present once the 
Nakata et al, film product is provided. In re Best, 195 USPQ 433 

With regard to claim 7, Nakata et aL, that the film may be monaxially or bi-axially 
stretched (Section 0405), but fails to specifically teach stretching the film in one direction by 
fi^om 1.1 to 15 times, however, it would have been obvious to one having ordinary skill in the dsX 
to stretch the film to a desirable degree as a function of intended use. It has been held that 
discovering an optimum value of a result effective variable involves only routine skill in the art. 
In re Boesch, 617 F. 2d 272,205 USPQ. 
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Conclusion 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lynda M Salvatore whose telephone number is 703-305-4070. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 703-308-2414. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this appUcation or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 




